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REMARKS 

Claims 2, 3, 4, 1 1, 15, 19 and 22 have been amended. 
Claims 1-7 and 1 1-22 are pending in the application. 

Claims 2-7 and 11-19 have been rejected under 35 U.S.C. §112, second paragraph, as 
allegedly being indefinite. 

The Examiner asserts that a claim that recites a broad range or limitation with a narrow 
range or limitation renders the claims indefinite. 

In the interest of simplicity of language, Applicants have amended the claims to clearly 
set for the metes and bounds of the patent protection sought. Applicants submit that the claims 
are clear and definite. Reconsideration and withdrawal of the rejection are respectfully 
requested. 

Claims 20-21 have been rejected under 35 U.S.C. § 102(b) as allegedly being anticipated 
by U.S. Patent No. 4,341,841 to Ohno et al. ("Ohno"). 

Ohno discloses that when a resin layer and an inorganic vacuum coated layer are 
disposed on a substrate in two layers an excellent protective film body is obtained. Ohno 
discloses that the use of a high-aryl silicon resin having a specific composition is preferred as a 
resin layer resistant to heat (col. 1, lines 39 to 43). 

Ohno further discloses that either the resin protective layer or the inorganic vacuum 
coating layer may be disposed on the substrate, and the choice of whether the protective layer or 
the inorganic vacuum coating layer is disposed on the substrate depends on the objective to be 
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achieved (col. 8, lines 18 to 21). Specifically, Ohno describes that when the outermost layer of 
both the protective films is resin the disadvantages of the inner inorganic layer, such as poor 
resistance to chemicals, water and moisture, and brittleness are covered, while the inorganic 
outermost layer improved the disadvantages of the inner resin layer, such as poor resistance to 
oil, solvents, light, weathering, heat and abrasion (col. 8, line 66 to col. 9, line 6). Thus, the 
invention of Ohno addresses these disadvantages by coating a resin layer and an inorganic layer 
on a substrate in two layers and each of the substrate, the resin layer and the inorganic layer are 
all essential elements of the invention disclosed in Ohno. That is, the invention of Ohno requires 
a resin layer (see Table 1 in Ohno). 

Please note that there is a typographical error in the footnote of Table 1 in Ohno. 
Applicants reviewed a publication of a Japanese application of Ohno, JP 55-65545, and provide 
herewith a copy of an excerpt of JP 55-65545 (including Table 1) along with an English 
translation of the particulars of Table 1 of the publication. As is clear from the Table in the 
publication, the substrate, the resin layer, and the inorganic layer are all essential materials in 
Examples 1-8 in Ohno. 

On the contrary, Applicants submit that the corrosion resistant member of claim 20 does 
not include a resin layer. 

Claim 20 has been amended to use the transition language "consisting essentially of." 
According to MPEP 21 1 1.03, the transitional phrase, "consisting essentially of 5 limits the scope 
of a claim to the specified materials or steps "and those that do not materially affect the basic and 
novel characteristic(s)" of the claimed invention. See In re Herz, 537 F.2d 549 (CCPA 1976). 
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Therefore, it is clear that the corrosion resistant member of claim 20 does not include a resin 
layer as in Ohno. 

In view of the foregoing, Applicants submit that claims 20 and 21 are not anticipated or 
rendered obvious based on Ohno. Reconsideration and withdrawal of the rejection are 
respectfully requested. 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 

Respectfully submitted, 



SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202)293-7860 

WASHINGTON OFFICE 

23373 

CUSTOMER NUMBER 

Date: November 20, 2006 




feter D(/)lexy / J 

Registration No. 24,513 
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Table 1 Multi-layer Coating Protective Rim Form of the Present Invention 
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O stands for general materials (containing high aryl silicon resins and 

containing ceramic materials as inorganics). 
© stands for high aryl silicon resins. 
E3 stands for ceramic materials. 
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